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Party Party
Name Suravit Kongmebhol Aftershokz, LLC
Nationality / Country of Thailand United States of America
Incorporation
Representation That.Legal LLC (i) Foo & Quek LLC

(i) NLC Law Asia LLC

Lawyers (i) Mark Teng (iii) Ng Lip Chih

(ii) Lim Tianjun (iv) Alex Goh
Mediation institution World Intellectual Property Organization Arbitration and Mediation

Center (WIPO Center)?

Mediator Joyce A. Tan, of Joyce A. Tan & Partners LLC
Shadow Mediator? Cheryl Lim, of Joyce A. Tan & Partners LLC
Date of Mediation 30 August 2019 to 31 August 2019

Bone conduction technology allows the deaf to hear and swimmers to listen to music underwater. It

works by conducting sound through the hearer’s bones to the inner ear, in contrast to conventional

technology which conducts sound through air. With this promising technology as the backdrop, in

2012, Aftershokz, LLC, a New York company, saw its “AfterShokz” headphones win the Consumer

Electronics category in the Wall Street Journal Technology Innovation Awards. In Singapore, however,

Mr Suravit Kongmebhol, a Thai citizen and serial businessman, had, in 2017, already registered the
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in respect of headphones, loudspeakers and headsets.

Aftershokz, LLC and Mr Kongmebhol became embroiled in cross-actions at the Intellectual Property
Office of Singapore (IPOS). Aftershokz, LLC sought to invalidate Mr Kongmebhol’s 2017 registration;
while Mr Kongmebhol opposed four trade mark applications involving the marks SHOKZ, OPTISHOKZ

F——
OPTISH@KZ
— filed by Aftershokz, LLC in 2018.

and
Mr Kongmebhol, represented by Mr Mark Teng and Mr Lim Tianjun of That.Legal LLC, submitted a
unilateral request for mediation to the WIPO Center. This process allows a party to submit a request
for mediation while the other party has yet to agree to mediation, and WIPO Center may assist the

1 The WIPO Center’s only office outside Geneva, Switzerland is in Singapore.

2 It is a condition of funding under the IPOS Enhanced Mediation Promotion Scheme (EMPS) that parties allow a
“shadow” mediator to sit in and observe the mediation; or have a co-mediator to assist in the mediation. The
objective is to give more exposure on how mediation can resolve IP disputes and build up experience among
those who may mediate or represent parties in IP mediation in future.
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other party in its consideration of the request for mediation. Aftershokz, LLC, represented by Mr Ng
Lip Chih of Foo & Quek LLC and Mr Alex Goh of NLC Law Asia LLC, agreed to mediation.

In accordance with the appointment procedure under Article 7 of the WIPO Mediation Rules, the
WIPO Center prepared a shortlist of five possible mediators, taking note of the subject matter of the
case and the location of the mediation®. In this case, the parties did not exercise their right to rank the
shortlisted names by preference* and instead requested the WIPO Center to select the mediator.
Singaporean mediator, Ms Joyce A. Tan of Joyce A. Tan & Partners LLC, was thus appointed. The parties
agreed to extend the scope of the mediation to foreign IP rights as they also had an opposition in
Vietnam; and as Mr Kongmebhol and another person also filed trade mark applications for
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and Thailand.

, and for variants of ASHOKZ and SHOKZ in Indonesia, the Philippines, Malaysia

The mediation took place in Singapore on 30 August 2019 at the mediator’s office. Mr Kongmebhol
and Aftershokz, LLC’s representatives flew to Singapore to take part in the mediation. The session
started in the morning and the parties reached a win-win outcome after 19.5 hours, ending with a
settlement agreement after midnight into the next day. Had the parties decided to fight it out in an
adversarial setting, it could have taken about two more years and several-fold costs to file evidence
and submissions in five sets of proceedings, and obtain the Registrar’s decisions after hearings. This
could take even longer in other jurisdictions, and may have resulted in uneven global outcomes in
relation to the same or similar marks.

Under IPOS’ Enhanced Mediation Promotion Scheme (EMPS)®, the parties received funding of
$$12,000 for this mediation case where the subject matter of mediation additionally involved foreign
IP rights. This fully subsidised WIPO Center’s administration fee and the mediator’s fees and expenses,
and partially defrayed the parties’ mediation-related lawyer fees and disbursements.

Both parties were very satisfied with the mediation process, and thought that the mediation was
effective in resolving their disputes. They were likely to use mediation again, and to recommend
mediation to others. Mr Kongmebhol said, “I am very glad that mediation in Singapore has helped us
resolve the existing disputes and achieved a win-win outcome for all parties”. Aftershokz, LLC's Mr
Wan lJingchun, IP Manager and Ms Daisy Gong, IP Consultant commented, “The success of the
mediation is very significant to us. Apart from settling existing disputes, the settlement ensured the
protection of our company’s brand image and the rapid development of our business in Southeast
Asia.”

This case is only one of others worldwide, where parties with IP issues were able to amicably resolve

their differences through mediation. Consider mediation for your IP disputes. Especially with the
availability of funding under EMPS, there is little to lose and much to gain.
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3 Before the shortlist is prepared, parties are generally able to state their preferences or requirements for a
mediator e.g. qualifications, expertise, nationality, languages spoken etc. In this case, the parties did not specify
any particular preferences.

4 Nor to delete any candidate’s name to whose appointment they object.

51t is a condition of funding under the IPOS EMPS that parties agree to named publicity, without the need to
disclose specific details of the settlement agreement.



